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1)13 Responsive to communication(s) filed on 1 1 May 2006 , 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in ttiis or a foreign country or in public 
• use or on sale in ttiis country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1.4-6, 9, 15, and 18-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Roberts et al., US 6,521,916 B2. 

3. With respect to claim 1 , Roberts et al. teach in Figure 3 a radiation-emitting 
and/or radiation-receiving semiconductor component comprising a radiation-emitting 
and/or radiation-receiving semiconductor chip 35, a molded plastic body (30, 40) which 
is transparent to an electromagnetic radiation to be emitted and/or received by the 
semiconductor component (column 14, lines 46-50 and lines 64-66) and by which the 
semiconductor chip is at least partially overmolded, and external electrical leads (14, 
16) that are electrically connected to electrical contact areas of the semiconductor chip 
(column 14, lines 25-34), wherein said molded plastic body (30, 40) is made of a 
reaction-curing silicon molding compound (refer to 106, 108, and 124 of Figure 10). 
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FIG. 3 



4. With respect to claim 4, Roberts et al. further teach that the silicone molding 
compound is a silicone composite material (column 14, lines 48-50; column 15, lines 36- 
49). 

5. With respect to claims 5 and 15, Roberts et al. further teach that the silicone 
molding compound contains a conversion material that absorbs at least a portion of an 
electromagnetic radiation of a first wavelength range emitted by the semiconductor chip 
and/or received by the semiconductor component and emits electromagnetic radiation 
of a second wavelength range that is different from the first wavelength range (column 
14, lines 1-12 and lines 48-50). 
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6. With respect to claims 6 and 18-20, Roberts et al. further teach that the 
semiconductor chip emits electromagnetic radiation in the blue or ultraviolet region of 
the spectrum (column 12, lines 64-67). 

7. With respect to claim 9, Roberts et al. further teach a method of making a 
semiconductor component wherein 

the semiconductor chip is attached to a metallic leadframe, a carrier substrate or 
a carrier sheet comprising the external electrical leads (column 17, lines 20-22 and lines 
32-35), 

the semiconductor chip, including subregions of the leadframe, the carrier 
substrate or the carrier sheet, is placed in a cavity of an injection mold (column 18, lines 
1-10), 

silicone molding compound is injected into the cavity via an injection molding 
process or a transfer molding process (refer to Figure 10) (*Note that silicone glob-top 
with leadframe is inserted into mold and subjected to a de-gas step, which constitutes 
transfer molding.), 

the silicone molding compound is cured in the cavity at least such that a shape- 
stable molded plastic part is formed (Figure 10), . 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have beeri obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claims 2, 7, 8, 11. 13, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roberts et al., US 6,521,916. 

1 1 . With respect to claim 2, Roberts et al. remains as applied to claim 1 above. 
Roberts et al. fail to teach that the silicone molding compound has a curing time 

of 10 minutes or less. However, differences in curing time will not support the 
patentability of subject matter encompassed by the prior art unless there is evidence 
indicating such curing time is critical. "Where the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the workable ranges by routine 
experimentation." In re AHer, 220 F.2d 454, 456, 105 USPQ 233. 235 (CCPA 1955). 

Since the applicant has not established the criticality (see next paragraph) of the 
silicone molding compound curing time, and this curing time has been in common use in 
similar devices in the art (e.g. Nakamura et al., JP 08335719 abstract), it would have 
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been obvious to one of ordinary skill in the art at the time of the invention to use these 
values In the semiconductor component of Roberts et al. 

CRITICALITY 

The specification contains no disclosure of either the critical nature of the claimed 
curing time or any unexpected results arising therefrom. Where patentability is said to 
be based upon particular chosen dimensions or upon another variable recited in the 
claim, the applicant must show that the chosen specified variables are critical. In re 
Woodruff, 919 F.2d 1575, 1578. 16 USPQ2d 1934, 1936 (Fed. Cir. 1990). 

12. With respect to claim 7, Roberts et al. remains as applied to claim 1 above. 
Roberts et al. fail to teach that the semiconductor component has a footprint of 

approximately 0.5 mm x 1.0 mm or less. However, differences in footprint dimensions 
will not support the patentability of subject matter encompassed by the prior art unless 
there is evidence indicating such dimensions are critical. "Where the general conditions 
of a claim are disclosed in the prior art, it is not inventive to discover the workable 
ranges by routine experimentation." In re Aller, 220 F.2d 454. 456, 105 USPQ 233, 235 
(CCPA1955). 

Since the applicant has not established the criticality of the footprint dimensions, 
it would have been obvious to one of ordinary skill in the art at the time of the invention 
to use these values in the semiconductor component of Roberts et al. 

13. With respect to claim 8, Roberts etal. remains as applied to claim 1 above. 
Roberts et al. fail to teach that the semiconductor component has a total 

component height of 350 um or less, preferably 250 um or less. However, differences 
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in component height will not support the patentability of subject matter encompassed by 
the prior art unless there is evidence indicating such dimensions are critical. "Where the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover 
the workable ranges by routine experimentation." In re Alter, 220 F.2d 454, 456, 105 
USPQ 233, 235 (CCPA 1955). 

Since the applicant has not established the criticality of the component height, 
it would have been obvious to one of ordinary skill in the art at the time of the invention 
to use these values in the semiconductor component of Roberts et al. 

14. With respect to claims 11, 13. and 16, Roberts etal. remains as applied to claim 
2 above. 

1 5. With respect to claim 1 1 , Roberts et al. further teach that the silicone molding 
compound is a silicone composite material (column 14, lines 48-50; column 15, lines 36- 
49). 

16. With respect to claim 13, Roberts et al. further teach that the silicone molding 
compound contains a conversion material that absorbs at least a portion of an 
electromagnetic radiation of a first wavelength range emitted by the semiconductor chip 
and/or received by the semiconductor component and emits electromagnetic radiation 
of a second wavelength range that is different from the first wavelength range (column 
14, lines 1-12 and lines 48-50). 

17. With respect to claim 16, Roberts et al. further teach that the semiconductor chip 
emits electromagnetic radiation in the blue or ultraviolet region of the spectrum (column 
12. lines 64-67). 
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18. Claims 3, 10, 12, 14, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roberts et al., US 6,521,916 in view of Narita, US 6,144,107. 

19. With respect to claim 3, Roberts et al. remains as applied to claim 1 above. 
Roberts et al. fail to teach that the silicone molding compound has a hardness 

when cured of 65 Shore D or more. Narita teaches a silicone molding compound 
having a hardness when cured of 65 Shore D or more (column 5, lines 36-40) for the 
benefit of providing a solid state pickup device excellent in optical and electrical 
performances (column 2, lines 9-11). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the semiconductor component of Roberts et al. with the silicone 
molding compound of Narita for the benefit of providing a solid state pickup device 
excellent in optical and electrical performances. 

20. With respect to claim 10, Roberts et al. remains as applied to claim 2 above. 
Roberts et al. fail to teach, that the silicone molding compound has a hardness 

when cured of 65 Shore D or more. Narita teaches a silicone molding compound 
having a hardness when cured of 65 Shore D or more (column 5, lines 36-40) for the 
benefit of providing a solid state pickup device excellent in optical and electrical 
performances (column 2, lines 9-11). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the semiconductor component of Roberts et al. with the silicone 
molding compound of Narita for the benefit of providing a solid state pickup device 
excellent in optical and electrical performances. 



Application/Control Number: 10/578,854 Page 9 

Art Unit: 2826 

21. With respect to claims 12, 14, and 17, Roberts et al. in view of Narita remains as 
applied to claim 3 above. 

22. With respect to claim 12, Roberts et al. further teach that the silicone molding 
compound is a silicone composite material (column 14, lines 48-50; column 15, lines 36- 
49). 

23. With respect to claim 14, Roberts et al. further teach that the silicone molding 
compound contains a conversion material that absorbs at least a portion of an 
electromagnetic radiation of a first wavelength range emitted by the semiconductor chip 
and/or received by the semiconductor component and emits electromagnetic radiation 
of a second wavelength range that is different from the first wavelength range (column 
14, lines 1-12 and lines 48-50). 

24. With respect to claim 17, Roberts et al. further teach that the semiconductor chip 
emits electromagnetic radiation in the blue or ultraviolet region of the spectrum (column 
12, lines 64-67). 

Conclusion 

25. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Oshio et al., US 6,274,890 disclose a semiconductor light emitting device that 
includes a semiconductor light emitting element, a resin stem having a recess, and a 
projection made of a light-transmissive thermosetting resin on the resin stem so as to 
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cover the entire upper surface and continuous upper part of side surfaces of the resin 
stem. 

Hashimoto et al., US 6,930,332 disclose a light emitting device that can provide 
enhanced heat radiation as well as allow light from. a light emitting diode chip to be 
efficiently extracted out of the device. 

Shuji et aL, JP 08335719 (abstract) disclose a nitrate semiconductor light 
emitting device that is encompassed by a silicone resin. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to W. Wendy Kuo whose telephone number is (571) 270- 
1859. The examiner can normally be reached Monday through Friday 7:00 AM to 4:30 
PMEST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sue A. Purvis can be reached at (571) 272-1236. The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 



Application/Control Number: 10/578,854 



Page 1 1 



Art Unit: 2826 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 



Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



published applications may be obtained from either Private PAIR or Public PAIR. 




W. Wendy Kuo 
Examiner 
Art Unit 2826 
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